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DETAILED ACTION 

Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1-13, 15-20 are rejected under 35 U.S.C. 101 based on Supreme Court precedent 
and recent Federal Circuit decisions, a 35 U.S.C § 101 process must (1) be tied to a particular 
machine or (2) transform underlying subject matter (such as an article or materials) to a different 
state or thing. In re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. Diehr, 450 U.S. 
175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim 
should positively recite the particular machine to which it is tied, for example by identifying the 
apparatus that accomplishes the method steps, or positively recite the subject matter that is being 
transformed, for example by identifying the material that is being changed to a different state. 

Here, applicant's method steps are not tied to a particular machine and do not perform a 
transformation. Thus, the claims are non-statutory. 

The mere recitation of the machine in the preamble with an absence of a machine in the 
body of the claim fails to make the claim statutory under 35 USC 101 . Note the Board of Patent 
Appeals Informative Opinion Ex parte Langemyer et al. 
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Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bovik et 
al(5 ,282,255) in view of Hayashi(7,356,148). 

5. As per claim 1, Bovik discloses wherein each element is compared with a previous 
element and: (a) if they are both equal, a first value is recorded; (b) if they are not both equal, a 
second value is recorded(see col. 28, lines 50-52). Bovik does not disclose; however Hayashi 
discloses a method for encrypting highly correlated data, and wherein an encryption layer is 
added(see col. 1, lines 48-55, 59-60, col. 6, lines 58-64, col. 7, lines 50-65). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to include encrypting highly 
correlated and adding an encryption layer of Hayashi with Bovik, because both are analogous for 
representing data in a bit plane, the motivation is that in order to securely transmit image data the 
entire image data is encrypted, thus only a person who has the decryption key can correctly 
decrypt the image data(see col. 1, lines 13-18 of Hayashi). 

6. Same Motivation as claim 1 . As per claim 2, Bovik discloses wherein comprises a pre- 
processing and post-processing step, the pre-processing step estimating the rate of change of the 
intensity in the image, and separating the image into areas of high intensity changes and low 
intensity changes(see col. 4, lines 58-68, col. 5, lines 1-21). Hayashi discloses adding the 
encryption layer, and scrambling values(see col. 1, lines 48-55, 59-60, col. 6, lines 58-64, col. 7, 
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lines 50-65). 

7. As per claim 3, Bovik discloses wherein the data is image data(see col. 3, lines 23-3 1). 

8. As per claim 4, Bovik discloses wherein each element is a pixel(see col. 9, lines 33-46). 

9. As per claim 5, Bovik discloses wherein the first value is a 1 , and the second value is a 
0(see col. 28, lines 50-52). 

10. As per claim 6, Bovik discloses wherein the first and second values are stored in a bit 
plane(see fig. 15, sheet 10). 

11. As per claim 7, Bovik discloses wherein for a one-dimensional compression, a single bit 
plane is used to store the valucs(sec fig. 15, wherein for one-dimensional compression would be 
inherent for a single bit plane to store the values). 

12. As per claim 8, Bovik discloses wherein for a two-dimensional compression, comparison 
is in both horizontal and vertical directions, a separate bit plane being used for each direction(see 
fig. 15 sheet 10). 

13. As per claim 9, Bovik discloses wherein the bit-planes for the horizontal and vertical 
directions are combined by binary addition to form a repetition coded compression bit-plane(see 
col. 25, lines 13-61). 

14. As per clam 10, Bovik discloses wherein the combining is by binary addition, only the 
second values being stored for lossless reconstruction of the data(see col. 25, lines 13-61). 

15. As per claim 11, Bovik discloses wherein the result of the combining is repetition coded 
compression data values, all other data values being able to be reconstructed using the repetition 
coded compression data values, and the bit planes for the horizontal and vertical directions(see 
col. 25, lines 13-61). 
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16. As per claim 12, Bovik discloses wherein storage in bit planes is in a matrix(see fig. 15 
sheet 10). 

17. As per claim 13, Bovik discloses wherein a single mathematical operation is performed 
for each element(see col. 28, lines 45-48). 

18. Same Motivation as claim 1 above. As per claim 14, Bovik discloses using repetition 
coded compression(see col. 25, lines 13-61), the system comprising: (a) a data receiver for 
receiving digital data(see fig. 1, elements 1 1 and 12 and col. 8, lines 41-54); (b) a reshaping 
block for rearranging the digital data into a matrix of data values(see fig. 1, and col. 8, lines 41- 
54); (c) a processor for receiving the matrix of data values and compressing the data values to 
form compressed data(see fig. 1, element 16 and col. 8, line 66 thorough col. 9, line 6); (d) a 
memory for storage of the compressed data; (e) an to mathematically manipulate the compressed 
data(see fig. 1 element 21, col. 9, lines 19-20). 

19. Bovik is silent on; however, Hayashi discloses an encryption system for encrypting 
highly correlated data, encryption module for adding an encryption layer(see col. 1, lines 48-55, 
59-60, col. 6, lines 58-64, col. 7, lines 50-65). 

20. As per claim 15, Bovik discloses (a) receiving digital data; (b) reshaping the digital data 
into a digital data matrix(col. 8, lines 41-54); (c) encoding repetitions in the digital data matrix 
into a bit-plane index, and stored data values(see fig. 1, element 16, col. 8, line 66 through col. 9, 
line 6); and (d) storing the compressed data in a storage memory(see fig. 1, element 21, col. 9, 
lines 19-20). 

21 . Bovik does not disclose; however, Hayashi discloses a method for encrypting data(see 
col. 1, lines 48-55, 59-60, col. 6, lines 58-64, col. 7, lines 50-65). 
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22. As per claim 16, Bovik discloses wherein there the bit-planes containing information 
regarding the repetitions along horizontal and vertical directions(see fig. 15 sheet 10). 

23. As per claim 17, Bovik discloses combining the horizontal and vertical bit-planes by a 
binary addition operation to give a repetition coded compression bit-plane(see fig. 15). 

24. As per claim 18, Bovik discloses comparing the repetition coded compression bit-plane 
with the digital data matrix to obtain final repetition coded compression data values(see col. 25, 
lines 13-61). 

25. As per claim 19, Bovik discloses storing and archiving the repetition coded compression 
data values along with the horizontal and vertical bit-planes(see col. 25, lines 13-61). 

26. As per claim 20, Bovik discloses wherein the method is used for a communications 
applications(see col. 18, lines 45-55). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JENISE E. JACKSON whose telephone number is (571)272- 
3791 . The examiner can normally be reached on Increased Flex time, but generally in the office 
M-Fri(8-4:30).. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edan Orgad can be reached on (571) 272-7884. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

September 3, 2010 
/J. E. J./ 

Examiner, Art Unit 2439 



/Yin-Chen Shaw/ 
Examiner, Art Unit 2439 



